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All participants (applicant, applicant's representative, PTO personnel): 



( 1 ) Kelly Campen . 

(2) GIAKOUMAKIS. MARIANTHI . 

Date of Interview: 28 October 2005 . 

Type: a)S Telephonic b)D Video Conference 
c)D Personal [copy given to: 1)D applicant 

Exhibit shown or demonstration conducted: d)D Yes 
If Yes, brief description: . 

Claim(s) discussed: 

Identification of prior art discussed: . 



(3) . 

(4) . 



2)D applicant's representative] 
e)D No. 



Agreement with respect to the claims f)D was reached. g)D was not reached. h)E3 N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: see attached . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WHICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 




re, if required 
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Summary of Record of Interview Requirements 



Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 

Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.1 1 1, 1 .135. (35 U.S.C. 132) 

37 CFR §1 .2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner- orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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INTERVIEW SUMMARY 



As the claims now stand and in view of the developed record in this application, the 
claims are not patentable for the reasons advanced in the Final Rejection. 

If applicant files an affidavit as to the efficacy of your method as claimed, it will be 
entered either for allowing the application or for purposes of appeal. 

If the affidavit does not place this application in condition for allowance, the affidavit 
will be treated in the Examiner's Answer that would be in response to your Appeal Brief. 

The purpose of this communication is to clarify several points 

1 . The claims as they stand now are under Final Rejection. 

2. The examiner does not see any allowable subject matter in this application. 

3. With regard to any affidavit, no opinion on the affidavit will be rendered prior 
to the entry of any affidavit in your application. 

Attached is a copy of MPEP section 716 of 35 U.S.C. 1.132 affidavits (attachment A). Also 
attached is a copy of MPEP section 1206 on how to file an Appeal (attachment B) and pre- 
Appeal conference information (see attachment C). 

Applicant is reminded that any affidavit MUST be directed to the claimed invention. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kelly Campen whose telephone number is (571) 272-6740. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Kelly S. Campen 




VINCENT MILLIN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



716 Affidavits or Declarations Traversing Rejections, 37 CFR 1.132 

37 CFR LI 32. Affidavits or declarations traversing rejections or objections. 
When any claim of an application or a patent under reexamination is rejected or objected to. any 
evidence submitted to traverse the rejection or objection on a basis not otherwise provided for must 
be by way of an oath or declaration under this section. 

It is the responsibility of the primary examiner to personalty review and decide whether 
affidavits or declarations submitted under 37 CFR 1 . 132 for the purpose of traversing 
grounds of rejection are responsive to the rejection and present sufficient fects to 
overcome the rejection. 

This rule sets forth the general policy of the Office consistently followed for a long period 
of time of receiving affidavit evidence traversing rejections or objections. All affidavits or 
declarations presented which do not fell within or under other specific rules are to be 
treated or considered as faffing under this rule. 

Form paragraph 7.65 or 7.66 and any of form paragraphs 7.66.01 throtgh 7.66.05, as 
appropriate, should be used to comment on a 37 CFR 1.132 affidavit or declaration. 



Waiters handled concurrently with appeal 

The Office does not acknowledge receipt of a notice of appeal by separate letter. 
However, if a self- addressed postcard is included whh the notice of appeal, it will be 
date stamped and mailed. 

Form paragraphs 12.01-12.04 may be used to indicate defects in a notice of appeaL 

H 12.01 Notice of Appeal Unacceptable -Fee Unpaid 

The notice of appeal filed on [1 ] is not acceptable because the appeal fee required 

under 37 CFR 1 . 1 7(b) was not filed, or was not timely filed. 

Applicant may obtain an extension of time under 37 CFR 1 . 1 36(a) to file the 
appropriate appeal fee. The date on which the notice of appeal, the appeal fee, the 
petition under 37 CFR 1.13 6(a), and the petition fee are filed will be the date of the reply 
and also the date for determining the period of extension and the corresponding amount of 
the fee. In no case may an applicant reply later than the maximum SIX MONTH statutory 
period or obtain an extension pursuant to 37 CFR 1. 136(a) for more than FIVE 
MONTHS beyond the date of reply set in an Office actioa 

U 12.02 Notice of Appeal Unacceptable -No 2nd Rejection 

The notice of appeal filed on [ 1 ] is not acceptable under 37 CFR 1. 191(a) because [ 2 

] 

Examiner Note 

In bracket 2, insert the following wording, as appropriate: 

—there has been no second or final rejection in this patent application--; 

—there has been no second or final rejection in this ex parte reexamination proceeding 
on a patent that issued from an original application filed in the United States before 
November 29, 1999--; or 

—there has been no final rejection (37 CFR 1 . 1 1 3) of the claims in this ex parte 
reexamination proceeding on a patent that issued from an original application filed in the 
United States on or after November 29, 1999- 

U 12.03 Notice of Appeal Unacceptable -Not Timely Filed 
The notice of appeal filed on [1 ] is not acceptable because it was filed after the 
expiration of the period set in the prior Office actioa This application will become 
abandoned unless applicant obtains an extension under 37 CFR 1 .136(a). The date on 
which the notice of appeal, the appeal fee, the petition under 37 CFR L 1 3 6(a), and the 
petition fee under 37 CFR 1.17(a) are filed wfll be the date of the reply and also the 
date for detenrining the period of extension and the corresponding amount of the fee. In 
no case may an applicant reply later than the maximum SIX MONTH statutory period 
orobtain an extension pursuant to 3 7 CFR 1.13 6(a) for more than FIVE MONTHS 
beyond the date of reply set in an Office actioa 

K 12.04 Notice of Appeal Unacceptable - Claims Allowed 

The notice of appeal filed on [ 1 J is not acceptable because a notice of allowability was 

mailed by the Office on [ 2 ]. 

1206 Appeal Brief 

37 CFR 1.192. Appellant's brief. 

(a) Appellant must, within two months from the date of the notice of appeal under § 1 . 1 91 or 
within the time allowed for reply to the action from which the appeal was taken, if such time is later, 
file a brief in triplicate. The brief must be accompanied by the fee set forth in § 1.17(c) and must set 



fortlrshe authorities and arguments on which appellant will rely to maintain the appeal. Any 
arguments or authorities not included in the brief will be refused consideration by the Board of 
Patent Appeals and Interferences, unless good cause is shown. 

(b) On failure to file the brief, accompanied by the requisite fee, within the time allowed, the 
appeal shall stand dismissed. 

(c) The brief shall contain the following items under appropriate headings and in the order 
indicated below unless the brief is filed by an applicant who is not represented by a registered 
practitioner 

(1) Real party in interest. A statement identifying the real party in interest, if the party named 
in the caption of the brief is not the real party in interest. 

(2) Related appeals and interferences. A statement identifying by number and filing date all 
other appeals or interferences known to appellant, the appellant 's legal representative, or assignee 
which will directly affect or be directly affected by or have a bearing on the Board 's decision in the 
pending appeal. 

(3) Status of claims . A statement of the status of all the claims, pending or cancelled, and 
identifying the claims appealed. 

(4) Status of amendments . A statement of the status of any amendment filed subsequent to 
final rejection. 

(5) Summary of invention. A concise e^lanation of the invention defined in the claims 
involved in the appeal, which shall refer to the specification by page and line number, and to the 
drawing, if any, by reference characters. 

(6) Issues. A concise statement of the issues presented for review. 

(7) Grouping of claims. For each ground of rejection which appellant contests and which 
applies to a group of two or more claims, the Board shall select a single claim from the group and 
shall decide the appeal as to the ground of rejection on the basis of that claim alone unless a 
statement is included that the claims of the group do not stand or fall together and, in the argument 
under paragraph (cX8) of this section, appellant e^lains why the claims of the group are believed to 
be separately patentable. Merely pointing out differences in what the claims cover is not an argument 
as to why the claims are separately patentable. 

(8) Argument. The contentions of appellant with respect to each of the issues presented for 
review in paragraph (cX6) of this section, and the basis therefor, with citations of the authorities, 
statutes, and parts of the record relied on. Each issue should be treated under a separate heading. 

(i) For each rejection under 35 U.S.C. 1 12, first paragraph, the argument shall specify the 
errors in the rejection and how the first paragraph of 35U.S.C. 112 is complied with, including, as 
appropriate, how the specification and drawings, if any, 

(A) Describe the subject matter defined by each of the rejected claims, 

(B) Enable any person skilled in the art to make and use the subject matter defined by each 
of the rejected claims, and 

(C) Set forth the best mode contemplated by the inventor of carrying out his or her 
invention. 

(ii) For each rejection under 35 U.S.C. 1 12, second paragraph, the argument shall specify 
the errors in the rejection and how the claims particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the argument shall specify the errors in the 
rejection and why the rejected claims are patentable under 35 U.S.C. 102, including any specific 
limitations in the rejected claims which are not described in the prior art relied upon in the rejection. 

(iv) For each rejection under 35 U.S.C. 103, the argument shall specify the errors in the 
rejection and, if appropriate, the specific limitations in the rejected claims which are not described in 
the prior art relied on in the rejection, and shall e?q?lain how such lmiitations render the claimed 
subject matter unobvious over the prior art. If the rejection is based upon a combination of 
references, the argument shall e?qplain why the references, taken as a whole, do not suggest the 
claimed subject matter, and shall include, as may be appropriate, an explanation of why features 
disclosed in one reference may not properly be combined with features disclosed in another 
reference. A general argument that all the limitations are not described in a single reference does not 
satisfy the requirements of this paragraph. 

(v) For any rejection other than those re -ferred to in paragraphs (cX8X0 to (iv) of this 
section, the argument shall specify the errors in the rejection and the specific limitations in the 
rejected claims, if appropriate, or other reasons, which cause the rejection to be in error. 

(9) Appendix. An appendix containing a copy of the claims involved in the appeal 

(d) If a brief is filed which does not comply with all the requirements of paragraph (c) of this 
section, appellant will be notified of the reasons for non-compliance and provided with a period of 
one month within which to file an amended brief. If appellant does not file an amended brief during 
the one-month period, or files an amended brief which does not overcome all the reasons for non- 
compliance stated in the notification, the appeal will stand dismissed. 

Where the brief is not filed, but within the period alb wed for filing the brief an 
amendment is presented which places the application in condition for allowance, the 



.< amendment may be entered since the application retains its pending status during said 
period. Amendments should not be included in the appeal brief Amendments should be 
filed as separate papers. See MPEP § 1207, § 1215.01, and § 1215.02. 

TIME FOR FILING APPEAL BRIEF 

3 7 CFR 1 . 1 92(a) provides 2 months from the date of the notice of appeal for the 
appellant to file an appeal brief In an ex parte reexamination proceeding, the time period 
can be extended only under the provisions of 37 CFR 1 .550(c). See also MPEP § 
2274. 

The usual period of time in which appellant must file his or her brief is 2 months from the 
date of appeal The Office date of receipt of the notice of appeal (and not the date 
indicated on any Certificate of Mailing under 37 CFR 1.8) is the date from which this 2 
rronth time period is measured. See MPEP § 512. However, 37 CFR 1.192(a) 
alternatively permits the brief to be filed tf within the time allowed for reply to the action 
from which the appeal was taken, if such time is later.*' These time periods may be 
extended under 37 CFR 1.136(a), and if 37 CFR 1.136(a) is not available, under 37 
CFR 1 . 1 36(b) for extraordinary circumstances. 

In the event that the appellant finds that he or she is unable to file a brief within the time 
period allotted by the rules, he or she may file a petition, with fee, to the Technology 
Center (TC), requesting additional time under 37 CFR 1. 136(a). Additional time in 
excess of 5 months will not be granted unless extraordinary circumstances are involved 
under 37 CFR 1.136(b). The time extended is added to the calendar day of the original 
period, as opposed to being added to the day it would have been due when said last day 
is a Saturday, Sunday, or Federal holiday. 

If after an appeal has been filed, but prior to the date for submitting a brie£ an 
interference is declared, appellant's brief need not be filed while the interference is 
pending, unless the administrative patent judge has consented to prosecution of the 
application concurrently with the interference. See MPEP § 23 1 5. Absent such 
concurrent prosecution, the examiner may, after the interference has terminated and the 
files have been returned to him or her, (A) set a 2-month period for filing the brie£ or (B) 
withdraw the final rejection of the appealed claims in order to enter an additional rejection 
on a ground arising out of the interference. See, for example, MPEP § 2363.03. Also, if 
the appellant was the losing party in the interference, claims which were designated as 
corresponding to the tost count or counts will stand finally disposed of under 37 CFR 
1.663. 

When an application is revived after abandonment for Mure on the part of the appellant 
to take appropriate action after final rejection, and the petition to revive was 
accompanied by a notice of appeal, appellant has 2 months, from the mailing date of the 
Commissioner's affirmative decision on the petition, in which to file the appeal brief The 
time period for filing the appeal brief may be extended under 37 CFR 1.136. 

With the exception of a declaration of an interference or suggestion of claims for an 
interference and timely copying of claims for an interference, the appeal ordinarily will be 
dismissed if the brief is not filed within the period provided by 37 CFR 1. 192(a) or within 
such additional time as may be property extended 

A brief must be filed to preserve appellant's right to the appealed claims, notwithstanding 
circumstances such as: 

(A) the possibility or imminence of an interference involving the subject 
application, but not resulting in withdrawal of the final rejection prior to the brief's 
due date; 

(B) the filing of a petition to invoke the supervisory authority of the 
Commissioner under 37 CFR 1.181; 



(C) the filing of an amendment, even if it is one which the examiner previously 
t has indicated may place one or more claims in condition for allowance, unless the 

examiner, in acting on the amendment, disposes of all issues on appeal; 

(D) the receipt of a letter from the examiner stating that prosecution is 
suspended, without the examiner withdrawing the final rejection from which appeal 
has been taken or suggesting claims for an interference, and without an administrative 
patent judgs declaring an interference with the subject application 

Although Mure to file the brief within the permissible time will result in dismissal of the 
appeal, if any claims stand allowed, the application does not become abandoned by the 
dismissal, but is returned to the examiner for action on the alb wed claims. See MPEP § 
1215.04. If there are no allowed claims, the application is abandoned as of the date the 
brief was due. Claims which have been objected to as dependent from a rejected claim 
do not stand allowed In a reexamination proceeding Mure to file the brief will result in 
file issuance of the certificate under 37 CFR 1 .570. 

If file time for filing a brief has passed and the application has consequently become 
abandoned, the applicant may petition to revive the application, as in other cases of 
abandonment, and to reinstate the appeal; if the appeal is dismissed, but the application is 
not abandoned, the petition would be to reinstate the claims and the appeal, but a showing 
equivalent to that in a petition to revive under 3 7 CFR 1 . 1 3 7 is required. In either event, a 
proper brief must be filed before the petition will be considered on its merits. 

Where the dismissal of the appeal is believed to be in error, filing a petition, pointing out 
the error, may be sufficient. 

A fee under 37 CFR 1 . 1 7(c) is required when the brief is filed. 37 CFR 1 . 1 92(a) 
requires the submission of three copies of the appeal brief 

APPEAL BRIEF CONTENT 

Ihe brie£ as well as every other paper relating to an appeal, should indicate the number 
of fiie Technology Center (TC) to which the application or patent under reexamination is 
assigned and the application or reexamination control number. When the brief is received, 
it is forwarded to the TC where it is entered in the file, and referred to the examiner. 

An appellant's brief must be responsive to every ground of rejection stated by the 
examiner. 

Where an appeal brief fails to address any ground of rejection, appellant shall be notified 
by the examiner that he or she must correct the defect by filing a brief (in triplicate) in 
conpKance with 37 CFR 1.192(c). See 37 CFR 1.192(d). Form paragraphs 12.76- 
12.76.06 and 12.78, or fcrmPTOI^462, "Notification of Non-Compliance with 37 
CFR 1 . 1 92(c)," may be used to notify the appellant of the deficiency. Oral argument at a 
hearing will not remedy such deficiency of a brief The feet that appellant may consider a 
ground to be clearly improper does not justify a failure to point out to the Board the 
reasons for that belief 

The mere filing of paper entitled as a brief will not necessarily be considered to be in 
compliance with 37 CFR 1 . 1 92(c). The rule requires that the brief must set forth the 
authorities and arguments relied upon Since it is essential that the Board should be 
provided with a brief fully stating the position of the appellant with respect to each issue 
involved in the appeal so that no search of the record is required in order to determine 
that position, 37 CFR 1.192(c) requires that the brief contain specific items, as discussed 
below. 

An exception to the requirement that all the items specified in 37 CFR 1 .192(c) be 
included in the brief is made if the application or reexamination proceeding is being 
prosecuted by the appellant pro se y Le., there is no attorney or agent of record, and the 



brief was neither prepared nor signed by a registered attorney or agent. Hie brief of a 
pro se appellant which does not contain all of the items, (1) to (9), specified in 37 CFR 
1 .192(c) will be accepted as long as it substantially complies with the requirements of 
items (1), (2), and (8). If the brief of a pro se appellant is accepted, it wfll be presumed 
that all the claims of a rejected group of claims stand or fell together unless an argument is 
included in the brief that presents reasons as to why the appellant considers one or more 
of the claims in the rejected group to be separately patentable from the other claims in the 
groip. 

A distinction must be made between the lack of any argument and the presentation of 
arguments which cany no convictioa In the former case, notification of a defective 
appeal brief is in order, while in the latter case, the application or reexamination is 
forwarded to the Board for a decision on the merits. As noted above, the examiner may 
use form paragraphs 12.76-12.76.06 and 12.78, or formPTOI^462, "Notification of 
Non-Compliance with 37 CFR 1 . 1 92(c)," to notify appellant that the appeal brief is 
defective. 

If in his or her brie£ appellant relies on some reference, he or she is expected to provide 

the Board with three copies of it 

The specific items required by 37 CFR 1 .192(c) are: 

(1 ) Real party in interest. A statement identifying the real party in interest, if the party 
named in the caption of the brief is not the real party in interest. If appellant does not 
name a real party in interest, the examiner will assume that the party named in the caption 
of the brief is the real party in interest, Le., the owner at the time the brief is being filed 

The identification of the real party in interest will allow members of the Board to comply 
with ethics regulations associated with working in matters in which the member has a 
financial interest to avoid any potential conflict of interest While the examiner will assume 
that the real party in interest is the individual or individuals identified in the caption when 
the real party in interest is not explicitly set out in the brie£ nevertheless, the Board may 
require the appellant to explicitly name the real party in interest See MPEP §1210.01. 

(2) Related appeals and interferences. A statement identifying by application number 
and filing date all other appeals or interferences known to appellant, the appellant's legal 
representative, or assignee which will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal The appeal or interference 
number should also be listed. The statement is not limited to copending applications. If 
appellant does not identify any other appeals or interferences, the examiner will presume 
that there are none. While the examiner will assume that there are no related cases when 
no related case is explicitly set out in the brie£ nevertheless, the Board may require the 
appellant to explicitly identify any related case. See MPEP § 1210.01. 

(3) Status of Claims. A statement of the status of all the claims in the application, or 
patent under reexamination, ie., for each claim in the case, appellant must state whether it 
is cancelled, allowed, rejected, etc. Each claim on appeal must be identified. 

(4) Status of Amendments. A statement of the status of any amendment filed subsequent 
to final rejection, Le., whether or not the amendment has been acted upon by the 
examiner, and if so, whether it was entered, denied entry, or entered in part This 
statement should be of the status of the amendment as understood by the appellant 

Items (3) and (4) are included in 37 CFR 1.192(c) to avoid confusion as to which claims 
are on appeal, and the precise wording of those claims, particularly where the appellant 
has sought to amend claims after final rejectioa The inclusion of items (3) and (4) in the 
brief will advise the examiner of what the appellant considers the status of the claims and 
post- final rejection amendments to be, allowing any disagreement on these questions to be 
resolved before the appeal is taken up for decision by the Board. 



(5) Summary of Invention. A concise explanation of the invention defined in the claims 
inyolved in the appeal This explanation is required to refer to the specification by page 
and line number, and, if there is a drawing, to the drawing by reference characters. 
Where applicable, it is preferable to read the appealed claims on the specification and 
any drawing. While reference to page and line number of the specification may require 
somewhat more detail than simply summarizing the invention, it is considered important to 
enable the Board to more quickly determine where the claimed subject matter is described 
in the appkatioa 

(6) Issues. A concise statement of the issues presented for review. Each stated issue 
should correspond to a separate ground of rejection which appellant wishes the Board of 
Patent Appeals and Interferences to review. While the statement of the issues must be 
concise, it should not be so concise as to omit the basis of each issue. For example, the 
statement of an issue as 'Whether claims 1 and 2 are unpatentable" would not comply 
with 37 CFR 1.192(c)(6). Rather, the basis of the alleged unpatentability would have to 
be stated, e.g, "Whether claims 1 and 2 are unpatentable under 35 U.S.C. 103 over 
Smith in view of Jones," or "Whether claims 1 and 2 are unpatentable under 35 U.S.C. 
112, first paragraph, as being based on a nonenabling disclosure." The statement would 
be limited to the issues presented, and should not include any argument concerning the 
merits of those issues. 

(7) Grouping of Claims. For each ground of rejection which appellant contests and 
which applies to a group of two or more claims, the Board shall select a single claim from 
the group and shall decide the appeal as to the ground of rejection on the basis of that 
claim alone, unless a statement is included that the claims of the group do not stand or fell 
together and, in the argument section of the brief (37 CFR 1 . 192(c)(8)), appellant 
explains why the claims of the group are believed to be separately patentable. Merely 
pointing out differences in what the claims cover is not an argument as to why the claims 
are separately patentable. If an appealed ground of rejection applies to more than one 
claim and appellant considers the rejected claims to be separately patentable, 37 CFR 

1 . 1 92(c)(7) requires appellant to state that the claims do not stand or fell together, and to 
present in the appropriate part or parts of the argument under 3 7 CFR 1 . 1 92(c)(8) the 
reasons why they are considered separately patentable. 

The absence of such a statement and argument is a concession by the applicant that, if the 
ground of rejection were sustained as to any one of the rejected claims, it will be equally 
applicable to aD of them 37 CFR 1 . 1 92(c)(7) is consistent with the practice of the Court 
of Appeals for the Federal Circuit indicated in such cases as In re Young, 927 F.2d 588, 
18 USPQ2d 1089 (Fed. Cir. 1991); In re Nielson, 816 F.2d 1567, 2 USPQ2d 1525 
(Fed. Cir. 1987); In re King, 801 F.2d 1324, 231 USPQ 136 (Fed Cir. 1986); mdln 
re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. Cir. 1983). 37 CFR 1.192(c)(7) 
requires the inclusion of reasons in order to avoid unsupported assertions of separate 
patentability. The reasons may be included in the appropriate portion of the "Argument 7 ' 
section of the brief For example, if claims 1 to 4 are rejected under 35 U.S.C. 102 and 
appellant considers claim 4 to be separately patentable from claims 1 to 3, he or she 
should so state in the "Grouping of claims" section of the brie£ and then give the reasons 
for separate patentability in the 35 U.S.C. 102 portion of the "Argument" section (Le., 
under 37 CFR 1 .192(c) (8) (ifi)). 

In the absence of a separate statement that the claims do not stand or fell together, the 
Board panel assigned to the case will normally select the broadest claim in a group and 
will consider only that claim, even though the group may contain two broad claims, such 
as "ABCDE' and "ABCDF." The same would be true in a case vrfiere there are both 
broad method and apparatus claims on appeal in the same group. The rationale behind 
the rule, as amended, is to make the appeal process as efficient as possible. Thus, while 
the Board will consider each separately argued claim, the work of the Board can be done 



in amore efficient manner by selecting a single claim from a group of claims when the 
appellant does not meet the requirements of 37 CFR 1. 192(c)(7). 

It should be noted that 37 CFR 1 . 1 92(c)(7) requires the appellant to perform two 
affirmative acts in his or her brief in order to have the separate patentability of a plurality 
of claims subject to the same rejection considered. The appellant must (A) state that the 
claims do not stand or fell together and (B) present arguments why the claims subject to 
the same rejection are separately patentable. Where the appellant does neither, the claims 
will be treated as standing or falling together. Where, however, the appellant (A) 
omits the statement required by 37 CFR 1. 192(c)(7) yet presents arguments in the 
argument section of the brie£ or (B) includes the statement required by 37 CFR 
1 . 1 92(c)(7) to the effect that one or more claims do not stand or fell together (i. e. , that 
they are separately patentable) yet does not offer argument in support thereof in the 
"Argumenf * section of the brie£ the appellant should be notified of the noncompliance as 
per 37 CFR 1.192(d). Ex parte Schier, 21 USPQ2d 1016 (Bd. Pat App. & Int. 1991); 
Ex parte Ohsumi, 21 USPQ2d 1020 (Bd. Pat App. & Int. 1991). 

(8) Argument, The appellant's contentions with respect to each of the issues presented 
for review in 37 CFR 1 . 1 92(c) (6), and the basis for those contentions, including 
citations of authorities, statutes, and parts of the record relied on, should be presented in 
this section 

Included in this paragraph are five subparagraphs, (0 to (v). Subparagraphs (i) to (iv) 
concern the grounds of rejection most commonly involved in ex parte appeals, namely, 
35U.S.C. 112, first and second paragraphs, 35 U.S.C. 102, and 35 U.S.C. 103. 
Subparagraph (v) is a general provision concerning grounds of rejection not covered by 
subparagraphs (i) to (iv). 

The purpose of subparagraphs (i) to (iv) is to ensure that the appellant's argument 
concerning each appealed ground of rejection will include a discussion of the questions 
relevant to that ground. Compliance with the requirements of the particular 
subparagraphs which are pertinent to the grounds of rejection involved in an appeal will 
be beneficial both to the U. S. Patent and Trademark Office and appellants. It will not 
only facilitate a decision by the Board of Patent Appeals and Interferences by enabling 
the Board to determine more quickly and precisely the appellant's position on the 
relevant issues, but also will help appellants to focus their arguments on those issues. 
For each rejection not felling under subparagraphs (i) to (iv), subparagraph (v) provides 
that the argument should specify the specific limitations in the rejected claims, if 
appropriate, or other reasons, which cause the rejection to be in error. This language 
recognizes that for some grounds of rejection, it may not be necessary to specify 
particular claim limitations, for example, a rejection under 35 U.S.C. 101, on the ground 
that the claims are directed to nonstatutory subject matter, as in Ex parte Hibberd, 227 
USPQ 443 (Bd. Pat App. & Inter. 1985). 

3 7 CFR 1 . 1 92(a) contains the following sentence: 

Any arguments or authorities not included in the brief will be refused consideration by the 
Board of Patent Appeals and Interferences, unless good cause is shown 

This sentence emphasizes that all arguments and authorities which an appellant wishes the 
Board to consider should be included in the brief It should be noted that arguments not 
presented in the brief and made for the first time at the oral hearing are not normally 
entitled to consideration In re Chiddix, 209 USPQ 78 (Comm'r Pat 1980); 
Rosenblum v. Hiroshima, 220 USPQ 383 (Comm'r Pat 1983). 

3 7 CFR 1 . 1 92(a) is not intended to preclude the filing of a supplemental paper if new 
authority should become available or relevant after the brief was filed. An example of 
such circumstances would be where a pertinent decision of a court or other tribunal was 



- not-published untQ after the brief was filed. 

(9) Appendix. An appendix containing a copy of the claims involved in the appeaL 

The copy of the claims required in the brief Appendix by 37 CFR 1 . 1 92(c)(9) should be 
a clean copy and should not include any markings such as brackets or underlining. See 
MPEP § 1454 for the presentation of the copy of the claims in a reissue applicatioa 

The copy of the claims should be double spaced and the appendix should start on a new 
page. 

37 CFR 1 .192(c) merely specifies the minimum requirements for a brie£ and does not 
prohibit the inclusion of any other material which an appellant may consider necessary or 
desirable, for example, a list of references, table of contents, table of cases, etc. A brief is 
in compliance with 37 CFR 1 .192(c) as long as it includes items (1) to (9) in the order 
set forth (with the appendix, item (9), at the end). 

REVIEW OF BRIEF BY EXAMINER 

The question of whether a brief complies with the rule is a matter within the jurisdiction of 
the examiner. 37 CFR 1 . 1 92(d) provides that if a brief is filed which does not comply 
with all the requirements of paragraph (c), the appellant will be notified of the reasons for 
noncompliance. Appellant will be given the longest of any of the following time periods to 
correct the defects): 

(A) 1 month or 30 days from the mailing of the notification of non-compliance, 
whichever is longer, 

(B) within the time period for reply to the action from which appeal has been 
taken; or 

(C) within 2 months from the date of the notice of appeal under 3 7 CFR 
1.191. 

Extensions oftime may be granted under 37 CFR 1.136(a) or 1.136(b). The 
examiner may use the form paragraphs set forth below or form PTOL-462, "Notification 
of Non-Compliance with 37 CFR 1 .192(c)," to notify appellant that the appeal brief is 
defective. The appeal will be dismissed if the appellant does not timely file an amended 
brie£ or files an amended brief which does not overcome all the reasons for 
noncompliance of which the appellant was notified. 

Under 3 7 CFR 1 . 1 92(d), the appellant may file an amended brief to correct any 
deficiencies in the original brief Moreover, if appellant disagrees with the examiner's 
holding of noncompliance, a petition under 37 CFR 1.181 may be filed. 

Once the brief has been filed, a petition to suspend proceedings may be considered on its 
merits, but will be granted only in exceptional cases, such as where the writ-ing of the 
examiner's answer would be fruitless or the proceedings would work an unusual hardship 
on the appellant. 

For a reply brief; see MPEP § 1208.03. 

Form paragraphs 12.08-12.13, 12.16, 12.17, and 12.69-12.78, or Form PTOL-462, 
"Notification of Non-Compliance with 37 CFR 1 . 1 92(c)," may be used concerning the 
appeal brief 

U 12. 08 Appeal Dismissed - Brief Fee Unpaid, No Allowed Claims 
The appeal under 37 CFR 1 . 191 is dismissed because the fee for filing the brie£ as 
required under 37 CFR 1 . 1 7(c) was not submitted or timely submitted and the period 
for obtaining an extension of time to file the brief under 37 CFR 1 . 1 36(a) has expired. 

As a result of this dismissal, the application is ABANDONED since there are no alb wed 
claims. 
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